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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 2 is rejected under 35 U.S.C. 102(b) as being anticipated by Sparling (US 
5,766,451). 

Regarding claim 2, Sparling discloses an oil filter adapter (10) (see Figs. 1 and 
3), comprising; 

a disc-shaped member having an engine side and a filter side (see Figs. 1 and 3); 
said engine side of said disc-shaped member having an annular O-ring groove (38) 

formed therein (see Figs. 1 and 3); 
an O-ring (36) positioned in said O-ring groove (see Figs. 1 and 3); 
said disc-shaped member having an internally threaded central opening (20) formed 

therein which extends inwardly from said engine side thereof (see Fig. 3); 
said disc-shaped member having an externally threaded, hollow nipple (40) extending 

from its said filter side at the center thereof which is in communication with the 

interior of said internally threaded central opening in said disc-shaped member 

(see Fig. 3); 
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said disc-shaped member having a plurality of spaced-apart unfiltered oil passageways 

(17) formed therein which extend therethrough from said engine side to said filter 

side (see Figs. 3 and 4); 
said filter side of said disc-shaped member having an annular seat (24) formed therein 

which is positioned outwardly of said hollow nipple (see Fig. 3). 

Regarding claim 2, Sparling discloses the oil filter adapter of claim 2, as 
discussed above, wherein the threads of said internally threaded central opening of said 
disc-shaped member are different than the threads on said hollow nipple (see col. 5, 
lines 1-5; col. 7, lines 53-59). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sparling 
('451) in view of Smith (US 6,355,169 B1). 
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Sparling teaches an oil filter adapter (10) for attachment to the filtered oil tube 
extending outwardly from an oil filter receptacle of an automotive engine, the oil filter 
adapter comprising: 

a disc-shaped member having an engine side and a filter side (see Figs. 1 and 3); 
said engine side of said disc-shaped member having an annular O-ring groove (38) 

formed therein (see Figs. 1 and 3); 
an O-ring (36) positioned in said O-ring groove which is adapted to sealably engage the 

oil filter receptacle (see Figs. 1 and 3); 
said disc-shaped member having an internally threaded central opening (20) formed 

therein which extends inwardly from said engine side thereof which is adapted to 

threadably receive the filtered oil tube of the oil filter receptacle (see Fig. 3); 
said disc-shaped member having an externally threaded, hollow nipple (40) extending 

from its said filter side at the center thereof which is in communication with the 

interior of said internally threaded central opening in said disc-shaped member 

(see Fig. 3); 

said disc-shaped member having a plurality of spaced-apart unfiltered oil passageways 
(17) formed therein which extend therethrough from said engine side to said filter 
side thereof (see Figs. 3 and 4); 

said filter side of said disc-shaped member having an annular seat (24) formed therein 
which is positioned outwardly of said hollow nipple (see Fig. 3); 
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Sparling fails to teach a larger oil filter canister, having mounting threads which 
are different from the mounting threads of the factory oil canister, may be substituted for 
the standard smaller oil filter canister, the larger oil filter canister having a canister co- 
ring or gasket, unfiltered oil inlets and an internally threaded filtered oil outlet at one end 
thereof. 

Smith teaches an oil filter adapter for attachment to a filtered oil tube extending 
outwardly from an oil filter receptacle of an automotive engine so that a larger oil filter 
canister, may be substituted for the standard smaller oil filter canister, the larger oil filter 
canister having a canister O-ring, unfiltered oil inlets and an internally threaded filtered 
oil outlet at one end thereof (see col. 1 , line 55 thru col. 2, line 8 and Figs, of Smith). 
Although Smith fails to teach a larger oil filter having mounting threads which are 
different from the mounting threads of the factory oil canister, Sparling teaches a hollow 
nipple (40) that can be configured to fit any filter as discussed below, therefore the 
mounting threads of the larger oil filter canister could be different from the standard 
smaller oil filter canister, which would have mounting threads matching the threads on 
an filtered oil tube extending outwardly from an oil filter receptacle of an automotive 
engine. 

Sparling fails to explicitly teach the threads of said hollow nipple matching the 
mounting threads of the larger oil filter canister. However, Sparling teaches that the 
hollow nipple (40) can be configured to fit any filter by changing it to a configuration to 
match the desired filter (see col. 5, lines 1-5; col. 7, lines 53-59). 
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Sparling also fails to teach the internally threaded filtered oil outlet of the larger 
oil filter canister selectively threadably receiving said externally threaded hollow nipple 
whereby the canister O-ring or gasket may be drawn into sealing engagement with said 
annular seat on said filter side of said disc-shaped member; and the canister O-ring of 
the larger canister having a larger diameter than said O-ring on said engine side of said 
disc-shaped member. 

Smith teaches a canister O-ring of the larger canister having a larger diameter 
than said O-ring on said engine side of said disc-shaped member in order to allow the 
use of a larger oil filter than was designed for use on a particular engine, to provide 
increased filtering (see col. 2, lines 3-8). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention in view of the teachings of Smith to have the adapter of Sparling be 
used with a larger oil filter canister and have a the O-ring of the larger canister have a 
larger diameter than the O-ring on the engine side of the disc-shaped member in order 
to use a larger oil filter to provide increased filtering. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cyril Tai whose telephone number is (571) 272-1495. 
The examiner can normally be reached on Monday-Friday from 9:00AM to 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on (571) 272-1151. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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